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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before GARRI S, PAK and OWNENS, Adninistrative Patent Judges.

GARRI S, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clainms 1-7 which are all of the clainms in the application.

The subject matter on appeal relates to a process for the
preparation of certain phosphorane derivatives and to a

process for the preparation of certain olefinically
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unsat urated conpounds. This appeal ed subject natter is
adequately illustrated by independent clains 1 and 5, a copy
of which is appended to this decision.

The follow ng references are relied upon by the exam ner

as evi dence of obvi ousness:

Regitz, Methods of Organic Chem stry, Vol. El, pgs. 636-639
(1982).

March, Advanced Organic Chemistry, 3rd ed., pg. 847 (1985).

Clainms 1-4 and 7 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Regitz.
Claims 5 and 6 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over March.
OPI NI ON
Nei t her of the above noted rejections can be sustai ned.

The Section 103 Rejection Over Reqitz

The process defined by appeal ed claim1 distinguishes
over the process of Regitz via the claimrecitation "wherein
the chlorination is carried out in the presence of an al kal
met al hydroxi de as hydrogen chl oride acceptor and the chlorine
and said base are fed to the reaction m xture concurrently but

separately at the rates at which they are consuned, such that
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the pH does not rise above 9 throughout the reaction". In
contrast, the process of Regitz effects hal ogenation to form
phosphoni um salts which are then isolated and converted by a
suitabl e base into the desired phosphorane product. It is the
exam ner's fundanental position that it woul d have been
obvious to nodify this prior art process in such a manner that
the chlorine and base are "fed to the reaction m xture
concurrently but separately at the rates at which they are
consuned, such that pH does not rise above 9" as required by
appeal ed claim 1.

As support for this position, the exam ner urges that
"[t]he disclosed reaction [of Regitz] is sufficient to
nmotivate one of skill in the art to carry out the process as
claimed, as the presence of the base is to neutralize the acid
formed by the reaction of chlorine and phosphorane” and that,
"[a]s to applicants' requirenment that the base and chlorine be
added to the reaction m xture concurrently but separately, at
the rates which they are consuned, one of skill would
recogni ze that in order to maintain the neutrality of the
acid, addition of base and chlorine would have to be at the
rate of consunption", (answer, page 3). W agree with the
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appel  ants, however, that the support proffered by the
exam ner for his obviousness conclusion is evidentially
i nadequat e.

The Regitz reference clearly teaches adding a suitable
base after isolation of the phosphoniumsalts forned during
t he hal ogenation step. Notw thstanding the exam ner's
contrary view, nothing in this reference would have suggested
nodi fying this process in such a manner as to result in the
appel l ants' cl ai med process wherein the chlorine and base are
fed concurrently. Stated differently, the record before us
contains no evidence that an artisan with ordinary skill would
have regarded the sequence and isol ation teachings of Regitz
as superfluous teachi ngs which should be ignored rather than
f ol | owed.

In light of the foregoing we cannot sustain the
examiner's 8 103 rejection of clainms 1-4 and 7 as being
unpat ent abl e over Regitz.

The Section 103 Rejection over March

On page 4 of the answer, the exam ner sets forth the
following rationale in support of his obviousness concl usion:
Applicants claimthe formation of olefinically
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unsat urated conmpounds fromthe reaction of the

hal ogenat ed phosphorane with an al dehyde or ket one.
March teaches the reaction of an al dehyde or ketone
wi th a phosphorane to formolefinically unsaturated
conpounds. One of skill in the art would be
notivated to apply the teaching of March to form

ol efinically unsaturated conpounds in the manner
descri bed by applicants. Further, the nere used
[sic, use] of a different starting material, whether
novel or known, in a conventional process to produce
t he produce that one woul d expect therefrom does
not render the process unobvious. 1n re Surrey et
al. (CCPA 1963) 319 F.2d 233, 183 USPQ 67; In re
Kant er (CCPA 1963) 399 F.2d 249, 158 USPQ 331

The exam ner's above quoted rationale is clearly
deficient for reasons fully detailed in the cases of In re
Cchiai, 71 F.3d 1565, 1569-1572, 37 USP@d 1127, 1131-1133

(Fed. GCir. 1995 and In re Brouwer, 77 F.3d 422, 425, 37

USPQ2d 1663, 1666 (Fed. Cir. 1995). It follows that we al so
cannot sustain the exam ner's
8 103 rejection of clainms 5 and 6 as bei ng unpat ent abl e over
Mar ch.

SUMVARY

The deci sion of the exam ner is reversed.
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REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge
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APPENDI X
1. A process for the preparation of *-chl oronethyl ene-

triorganyl phosphorane derivatives of the formula |

cI:|
Kib=C-V W)

in which the radicals R can be the sane or different and
denote C-organic substituents and A stands for cyano or a
group CO B where Bis a CGorganic or Oorganic radical which
has from1l to 12 carbon atons and is inert under chlorination

conditions, by chlorination of phosphoranes of fornula II

H
B?' b=é'V (\“ '

with chlorine, wherein the chlorination is carried out in the
presence of an al kali netal hydroxi de as hydrogen chl ori de
acceptor and the chlorine and said base are fed to the
reaction m xture concurrently but separately at the rates at
whi ch they are consuned, such that the pH does not rise above

9 thoughout the reaction.
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5. A process for the preparation of olefinically
unsat ur at ed conpounds of fornula V
B“\C_ ]CI
u =C-v ('

in which R and R' denote hydrogen or C-organic radicals

whi ch conpri ses: reacting a "-

chl or onet hyl ene- CT tri organyl phosphor ane
()

derivative | B'b=C-¥

in which the radicals R can be the sane or different and
denote C-organic substitutents and A stands for cyano or a
group CO B where Bis a CGorganic or Oorganic radical which
has from1l to 12 carbon atons and is inert under chlorination

conditions, with a carbonyl conpound |V



Appeal No. 1997-2797
Application 08/199, 286

wherein the derivative | is present in the reaction m xture

formed by the process defined in claim1.
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